Appl.No. 10/025,319 

Amendment, dated September 23, 2003 

Reply to: Office Action Dated May 23, 2003 

Remarks: 

This application has been reviewed carefully in view of the Office Action mailed 
May 23, 2003 ("the Office Action"). In the Office Action, Claims 1, 3 and 5 were objected 
to as containing certain informalities. Claims 1-6 were rejected under 35 U.S.C. § 1 12, 
second paragraph, as allegedly indefinite for failing to particularly point out and distinctly 
claim the subject matter that Applicant regards as the invention. Finally, claims 1-6 were 
rejected under 35 U.S.C. § 103(a), as allegedly unpatentable over Miura, U.S. Patent No. 
6,322,451. 

Claims 1, 3 and 5 have been deleted, and new claims 7, 8 and 9, respectively, have 
been added to replace them. For the sake of efficiency, the rejections of claims 1, 3 and 5 
will be addressed accordingly. Claims 10-15 have been added to the application. 

The above-described objections and rejections are addressed as follows: 

A) CLAIM OBJECTIONS AND REJECTIONS UNDER 35 U.S.C. § 112 

Applicant appreciates the Examiner's efforts to improve the claims. Claims 1, 3 and 
5 have now been canceled and replaced with claims 7, 8 and 9, respectively. Likewise, 
claims 2, 4 and 6 have been amended. These six claims have been amended to address and 
overcome the claim objections and the rejections under 35 U.S.C. § 1 12, as described 
above. More particularly, the term competitors has been removed and the relationship 
between player terms has been clarified. Applicant respectfully requests that the Examiner 
now withdraw the objections and the rejections under 35 U.S.C. §1 12. 
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B) THE CITED ART FAILS TO DISCLOSE THE CLAIMED ELEMENTS 

1. The Cited Art Must Teach or Suggest All the Claim Limitations to 
Establish a Prima Facie Case of Obviousness 

5 

As noted above, to establish a prima facie case of obviousness, the prior art 
references, when combined, must teach or suggest all the claim limitations. See, 
M.P.E.P. § 706.020). 

10 

2. The Cited Art Fails to Teach or Suggest All the Claim Limitations 

Claims 1-6 were rejected under 35 U.S.C. 103(a), as being unpatentable over 
Miura . Miura pertains to a game machine that enables a player to select another player for 
15 playing a game together. Miura provides that if a player selects none of the other players, 
the player will fight against the computer. See, column 6, lines 44-47. Inherent in this 
process is the player's knowledgeably choosing between playing with another actual player, 
or just fighting with the computer. The player is thus fully aware of whether his opponent is 
an actual player or the computer. 

20 

Independent claim 7 recites "a means for notifying the actual game players of the 
availability of the selected virtual game players to competitively play, the means for 
notifying being configured such that the virtual game players appear to the actual game 
players as actual game players." Independent claims 8 and 9 likewise recite similar 
25 features. Thus, under the present invention, an actual game player can select to 

competitively play with a virtual game player, without the virtual game player being 
identified as other than another actual player. 

Miura fails to teach or suggest a means for notifying, as recited above. The present 
30 invention overcomes limitations of the embodiments described in the cited art. 
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3. The Office Action Fails to Establish a Prima Facie Case of Obviousness 

Because the cited art fails to teach or suggest a means for notifying, as recited above 
and in independent claims 7, 8 and 9, a prima facie case of obviousness is not established. 
Dependent claims 2, 4, 6 and 10-15 incorporate the limitations of independent claims 7, 8 
or 9. Accordingly, the rejection of claims 1-6 under 37 U.S.C. § 103(a) is improper, and 
Applicants respectfully request claims 2, 4 and 6-15 be allowed. 

Q CONCLUSION 

In view of the foregoing, Applicant respectfully requests that a timely Notice 
of Allowance be issued in this case. 

Respectfully submitted, 

NAGASHIMA, Kouzo 




John^ Griecci (y 
Registration No. 39,694 
For: The Law Office of John A. Griecci 



703 Pier Avenue, Suite B #657 
Hermosa Beach, CA 90254 
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